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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
This application is abandoned in view of: 

1 . H Applicant's failure to timely file a proper reply to the Office letter mailed on 02 April 2004 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.1 13 (a) to the final rejection. 

(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1 .1 14). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1 .85(a) and 1.111. (See explanation in box 7 below). 

(d) No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1 .18 is $ . The publication fee, if required by 37 CFR 1 .18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3. D Applicant* s failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 



6. □ The decision by the Board of Patent Appeals and Interference rendered on . 
of the decision has expired and there are no allowed claims. 



. and because the period pr seeking court review 



7. □ The reason(s) below: 
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Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw 
minimize any negative effects on patent term. 



ing of abandonment under 37 CFR 1 .181 , should be promptly filed to 
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following remarks. 

Amendments to the Claims are reflected in the listing of claims that begins on page 2 of 
this paper. 

Remarks begin on page 4 of this paper 
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Amendments to the Claims: 

This listing of claims will replace all prior versions and listings of claims in the 
application. 

Listing of Claims: 

1-17. Cancelled 

1 8. (Currently amended) A method for treating cardiac disease of a heart, the method 
comprising: 

accessing a diseased heart; 

selecting a device sized to be placed on the a diseased heart, including selecting a 
device of electrical permeability sufficient to apply trans-chest defibrillation of the heart; 

nr>n 
CUIU 

placing the device on the heart, the device comprising biocompatible material 
configured to engage a surface of the heart to constrain circumferential expansion of the 
heart ; and 

passing an electrical current to and from the heart. 



19-31. Cancelled 



32. (Previously presented) 



The method of claim 18 further comprising securing 



the device on the heart. 



3 3 . (Previously presented) 



The method of claim 32, wherein the device is 



secured on the heart with sutures. 



34. (Previously presented) The method of claim 1 8 further comprising 

adjusting said device to snugly conform to the external geometry of the heart. 
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35 . (Previously presented) The method of claim 1 8, wherein said biomedical 
material is a substantially non-elastic material. 

36. (New) The method of claim 1 8, wherein said step of passing an electrical current 
to and from the heart is accomplished using electrical elements. 

37. (New) The method of claim 36, wherein said electrical elements are pacer leads. 
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REMARKS 



Claims 18 and 32-37 remain pending in this application after entry of this 
amendment. Claim 18 was amended herein. Support for the amendment to claim 18 can 
be found at least at page 13, lines 17-19. Claims 36-37 were added herein. Support for 
newly added claim 36 can be found at least at page 11, lines 21-22. Support for newly 
added claim 37 can be found at least at page 11, lines 21-22. 

Claim 18 is objected to because of informalities. Applicant respectfully traverses 
this rejection. 

Claims 18 and 32-35 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Alferness (U.S. Patent No. 5,702,343). Applicant respectfully traverses this rejection. 



Claim 18 is objected to because of the informality in line 4, "a diseased heart", 
which should read "the diseased heart" because of the disclosure of "a diseased heart" in 
line 3 of the claim. Claim 1 8 has been amended in accordance with the suggestion of the 
Examiner. Applicant therefore respectfully requests that this objection be withdrawn. 

Rejection Under 35 U.S.C. § 102 

Claims 18 and 32-35 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Alferness (U.S. Patent No. 5,702,343). Applicant notes as a preliminary matter that 
Alfemess 343 is not prior art under 35 U.S.C. § 102(b). The effective filing date of this 
application is July 13, 1998, the filing date of the earliest application in the line of 
continuations (i.e. the filing date of application serial number 09/1 14,510, now U.S. 
Patent No. 6,123,662). In order for Alferness '343 to be prior art under 35 U.S.C. § 
102(b), it should have issued before July 13, 1997, one year prior to the effective filing 
date of the application. Alferness f 343 was issued on December 30, 1997, and is 
therefore not prior art under 35 U.S.C. § 102(b), but is instead prior art under 35 U.S.C. § 
102(e). 

Based on the above, the Applicant will address the rejection as if it were a 
rejection of claims 18 and 32-35 under 35 U.S.C. § 102(e). Claim 18 has been amended 
to add the step of "passing an electrical current to and from the heart ". Applicant notes 



Objection 
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that the Examiner states that "even though Alfemess 343 fails to explicitly disclose the 
ability to apply trans-chest defibrillation when the jacket is in place...". Therefore, based 
on the Examiner's own assertion, Alferness '343 does not anticipate amended claim 18. 

Applicant also notes that Alferness '343 is not a proper basis for an obviousness 
rejection because Alferness f 343 is not properly considered prior art under 35 U.S.C. § 
103. According to 35 U.S.C. § 103(c) and MPEP § 706.02(k), subject matter which was 
prior art under former 35 U.S.C. § 103 via 35 U.S.C. § 102(e) is now disqualified as prior 
art against the claimed invention if that subject matter and the claimed invention "were, at 
the time the invention was made, owned by the same person or subject to an obligation of 
assignment to the same person". 

Applicant respectfully asserts that the subject matter of Alferness ('343) was, 
at the time of the invention of the subject matter of the instant application, owned 
by the same entity or subject to an assignment thereof to the same entity. Therefore, 
Alferness ( f 343) is not prior art under 35 U.S.C. § 103. 

Based on the amendment to claim 18, and the comments offered above, Applicant 
respectfully requests that the rejection of claims 18 and 32-35 be withdrawn. 

Although not raised with respect to the pending claims, Applicant notes that the 
disclosure of Alferness '343 was apparently considered an enabling reference for the 
element "selecting a device of electrical permeability sufficient to apply trans-chest 
defibrillation of the heart". If the amount of disclosure provided by Alferness 343 
regarding electrical permeability and trans-chest defibrillation enables it as prior art for 
that element, then amended claim 18 cannot be said to be non-enabled for "passing an 
electrical current to and from the heart" because it provides much more disclosure 
regarding that claimed element. 



Page 5 of 6 



09/880,576 11998.5USC2 



Conclusion 

In view of the above amendments and remarks, Applicant respectfully requests a 
Notice of Allowance. If the Examiner believes a telephone conference would advance 
the prosecution of this application, the Examiner is invited to telephone the undersigned 
at the below-listed telephone number. 

Respectfully submitted, 



MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
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